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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Overstock.com, Inc.

Entity Corporation Citizenship Delaware

Address 6350 South 3000 East
Salt Lake City, UT 84121
UNITED STATES

Attorney informa-
tion

Alan J. Howarth
Clayton, Howarth & Cannon, P.C.
P.O. Box 1909
Sandy, UT 84091
UNITED STATES
docketclerk@chcpat.com, ahowarth@chcpat.com Phone:801-255-5335

Applicant Information

Application No 86149218 Publication date 02/17/2015

Opposition Filing
Date

03/19/2015 Opposition Peri-
od Ends

03/19/2015

Applicants Lugo, Jose
1810 State Route 303
Streetsboro, OH 44241
UNITED STATES

Wheaton, Sandra
1810 State Route 303
Streetsboro, OH 44241
UNITED STATES

Fox, Murray
1810 State Route 303
Streetsboro, OH 44241
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 2011/07/01 First Use In Commerce: 2011/07/01
All goods and services in the class are opposed, namely: Retail outlets featuring a wide varietyof con-
sumer goods of others

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

http://estta.uspto.gov


U.S. Registration
No.

2939764 Application Date 09/29/2003

Registration Date 04/12/2005 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1999/10/19 First Use In Commerce: 1999/10/19
On-line wholesale and retail store services featuring general consumer mer-
chandise, namely, clothing, shoes, bath and body products, jewelry, electronics,
cookware, housewares, appliances, furniture,linens, pillows, decorative ac-
cessories, office furniture and accessories, toys, games, sporting goods, tools,
outdoor lawn and garden equipment, pet supplies and paper products

U.S. Registration
No.

3069011 Application Date 08/05/2003

Registration Date 03/14/2006 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM YOUR ONLINE OUTLET

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2005/09/25 First Use In Commerce: 2005/09/25
Online wholesale and retail discount store services in the field of general con-
sumer merchandise

U.S. Registration
No.

3693462 Application Date 03/10/2008

Registration Date 10/06/2009 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM IT'S ALL ABOUT THE PRICES

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/07/10 First Use In Commerce: 2009/07/10
Online wholesale and retail discount store services in the field of general con-
sumer merchandise

U.S. Registration
No.

3693463 Application Date 03/10/2008

Registration Date 10/06/2009 Foreign Priority NONE



Date

Word Mark OVERSTOCK.COM IT'S ALL ABOUT THE PRICE

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/07/10 First Use In Commerce: 2009/07/10
Online wholesale and retail discount store services in the field of general con-
sumer merchandise

U.S. Registration
No.

3693464 Application Date 03/10/2008

Registration Date 10/06/2009 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM PRICES

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/07/11 First Use In Commerce: 2009/07/11
Online wholesale and retail discount store services in the field of general con-
sumer merchandise

U.S. Registration
No.

3693465 Application Date 03/10/2008

Registration Date 10/06/2009 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM PRICE



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/07/11 First Use In Commerce: 2009/07/11
Online wholesale and retail discount store services in the field of general con-
sumer merchandise

U.S. Registration
No.

3728854 Application Date 02/21/2007

Registration Date 12/22/2009 Foreign Priority
Date

NONE

Word Mark LIVE BETTER WITH OVERSTOCK.COM

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/07/22 First Use In Commerce: 2009/07/22
On-line wholesale and retail store services featuring general consumer mer-
chandise

U.S. Registration
No.

3952223 Application Date 03/12/2010

Registration Date 04/26/2011 Foreign Priority
Date

NONE

Word Mark OVERSTOCKTOBER



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2010/10/01 First Use In Commerce: 2010/10/01
On-line wholesale and retail store services featuring general consumer mer-
chandise

U.S. Registration
No.

4218453 Application Date 10/27/2010

Registration Date 10/02/2012 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM AUCTIONS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2007/07/02 First Use In Commerce: 2007/07/02
On-line auction services

U.S. Registration
No.

4303487 Application Date 12/30/2010

Registration Date 03/19/2013 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM'S REDLINE DEALS



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2010/10/07 First Use In Commerce: 2010/10/07
On-line wholesale and retail store services featuring general merchandise

U.S. Registration
No.

4628915 Application Date 03/23/2004

Registration Date 10/28/2014 Foreign Priority
Date

NONE

Word Mark OVERSTOCK.COM - IT'S ALL ABOUT THE O

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2014/09/18 First Use In Commerce: 2014/09/18
online wholesale and online retail store services featuring clothing, shoes, bath
and body products, jewelry, electronics, cookware, housewares, appliances, fur-
niture, linens, pillows, decorative accessories, office furniture and accessories,
toys, games, sporting goods, tools, outdoor lawn and garden equipment, pet
supplies and paper products

U.S. Registration
No.

4628916 Application Date 03/23/2004

Registration Date 10/28/2014 Foreign Priority NONE



Date

Word Mark IT'S ALL ABOUT THE O - OVERSTOCK.COM

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2014/07/14 First Use In Commerce: 2014/07/14
online wholesale and online retail store services featuring clothing, shoes, bath
and body products, jewelry, electronics, cookware, housewares, appliances, fur-
niture, linens, pillows, decorative accessories, office furniture and accessories,
toys, games, sporting goods, tools, outdoor lawn and garden equipment, pet
supplies and paper products
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /ALAN J. HOWARTH/

Name Alan J. Howarth

Date 03/19/2015





Overstock has, and is now, engaged in the advertising, marketing, distribution, and sales of products

2. Commencing prior to the filing date of the application opposed herein, Opposer

"Overstock") .

6350 South 3000 East, Salt Lake City, Utah 84121, Utah (hereinafter referred to as "Opposer" or

1. OVERSTOCK.COM, INC. is a Delaware corporation having a business address of

hereby opposes such registration. The grounds for opposition are as follows:

Overstock. com, Inc., believes it will be damaged by registration of said alleged trademark andzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

In the matter of U.S. Trademark Application Serial No. 861149,218, the Opposer,

NOTICE OF OPPOSITION

Applicants.

FOX, MURRAY; WEATHON, SANDRA;
AND LUGO, JOSE,

v.
Opposition No.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

)

)

)

)

)

)

)

)

)

Opposer

OVERSTOCK.COM, INC.,

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Attorneys for Opposer
OVERSTOCK. COM, INC.

ALAN J. HOWARTH (Registration No. 36,553)
RYAN P. GILLAN (Registration No. 60,848)
CLAYTON, HOWARTH zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& CANNON, P.C.
P.O. Box 1909
Sandy, Utah 84091-1909
Telephone: (801) 255-5335
Facsimile: (801) 255-5338
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These registrations are valid and subsisting and constitutezyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAprima facie and/or conclusive

evidence of Overstock's ownership of Opposer's OVERSTOCK.COM name and mark, and

Registration No. Mark Issue Date

2,939,764 OVERSTOCK.COM April 12,2005

3,069,011 OVERSTOCK.COM YOUR ONLINE OUTLET March 14, 2006

3,693,462 OVERSTOCK.COM IT'S ALL ABOUT THE October 6, 2009

PRICES

3,693,463 OVERSTOCK.COM IT'S ALL ABOUT THE October 6, 2009

PRICE

3,693,464 OVERSTOCK.COM PRICES October 6, 2009

3,693,465 OVERSTOCK.COM PRICE October 6, 2009

3,728,854 LIVE BETTER WITH OVERSTOCK.COM December 22, 2009

3,952,223 OVERSTOCKTOBER April 26, 2011

4,218,453 OVERSTOCK.COM AUCTIONS October 2,2012

4,303,487 OVERSTOCK.COM'S REDLINE DEALS March 19,2013

4,628,915 OVERSTOCK.COM - ITS ALL ABOUT THE0 October 28,2014

4,628,916 IT'S ALL ABOUT THE0 -OVERSTOCK.COM October 28,2014

and services, including online retail and wholesale store services, in commerce in the United States,

under and in connection with the trade name, trademark, and service mark OVERSTOCK.COM,

alone and in combination with other words, designs, and/or symbols, to identify and designate them

as its products, services, and stores, and to distinguish them and Overstock's business from those

of others.

3. Opposer, Overstock, is the owner of, and will rely on herein, the following U.S.

trademark registrations:
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Opposer's customers and the public in general have come to know and recognize said name and

channels of trade, and in commerce, both nationally and world-wide, with the result that

business under and in connection with said name and mark to the public, through various

Opposer has used, advertised, produced, and offered its goods, services, web site, stores, and

6. Since Opposer's initial use of Opposer's OVERSTOCK.COM name and mark,

above and further alleges as follows.

5. Opposer hereby incorporates its allegations contained in paragraphs 1 through 4

FIRST CLAIM FOR RELIEF

(Likelihood of Confusion)

(hereinafter referred to as "the '218 application").

outlets featuring a wide variety of consumer goods of others" in International Class 035

"OVERSTOCK OASIS" filed on December 30, 2013, claiming use in connection with "Retail

registered owners of US. Trademark Application No. 861149,218for the alleged mark

Route 303, Streetsboro, Ohio, 44241 (hereinafter referredto as "Applicants") and are the

Wheaton and Jose Lugo are individual applicants, sharing the same mailing address of 1810 State

System ("TESS") maintained by the United States Trademark Office, Murray Fox, Sandra

4. Upon information and belief, and according to the Trademark Electronic Search

and title of these registrations.

electronic database records of the U.S. Patent and Trademark Office showing the current status

registrations. Attached hereto as Exhibit A are current printouts of information from the

exclusive right to use itzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAin commerce in connection with the goods and services set forthin these
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mark of Opposer and associate them with Opposer and/or the goods and services produced,

advertised, marketed, distributed, and sold directly or indirectly by Opposer, Opposer's web site,

business and/or stores. Opposer thus has built up goodwill in connection with the sale of its

products and services under Opposer's OVERSTOCK.COM mark.

7. Applicants' "OVERSTOCK OASIS" mark is a colorable imitation of, and/or is

confusingly similar to, Opposer's prior and aforesaid OVERSTOCK.COM name and mark.

8. On information and belief, the services provided under the mark sought to be

registered herein as set forth above (hereafter the "opposed services") are the same, similar

and/or related to the goods, services, and business in connection with which Opposer uses its

OVERSTOCK.COM name and mark, and on information and belief,the opposed services are

and/or will be sold and/or offered through the same and/or similar channels of trade, and/or to the

same general class of purchasers, to the which Opposer's products, services, and business are

marketed and/or sold.

9. The registration and/or use of the mark sought to be registered is likely to cause

confusion, mistake, and/or deceive as to origin, sponsorship, and/or association of Applicants'

services to be sold under the mark sought to be registered vis-a-vis Opposer's

OVERSTOCK.COM mark, and/or to mislead purchasers of Applicants' and or Opposer's goods

and/or services, and/or the public in general, into believing that Applicants' services emanate

from, and/or in some way, directly or indirectly, are associated with Overstock. com, Inc. and/or

Opposer's OVERSTOCK.COM name and mark, products, servicesand/or business, or vice

versa, to the damage and detriment of Opposer.
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Alan J. Howarth
Ryan P. Gillan

Attorney Docket No. T12939
CLA YTON, HOWARTHzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& CANNON, P.C.

P.O. Box 1909
Sandy, Utah 84091-1909

Telephone: (801) 255-5335
Facsimile: (801) 255-5338

All correspondence and telephonic communications should be directed to:

OASIS" mark be denied by the granting of this Opposition in favor of Opposer.

Trademark Application No. 861149,218 and prays that the application to register the "OVERSTOCK

WHEREFORE, Opposer believes and alleges that it will be damaged by registration of U.S.

PRAYER FOR RELIEF



S:\CHC Files\T 12--\TI29--\T 12939\T 12939.1\Notice ofOpposition.wpd
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Attorneys for Opposer
Overstock.com, Inc.

Alan J. Howarth
Ryan P. GillanzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA
CLAYTON, HOWARTH zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& CANNON, P.c.
P.O. Box 1909
Sandy, Utah 84091-1909
Telephone: (801) 255-5335
Facsimile: (801) 255-5338

Respectfully submitted,

overpayment to Deposit Account No. 50-0836.

DATED this \ 9th day of March, 2015.

The Commissioner is hereby authorized to charge any deficiency or credit any



Jose Lugo
OVERSTOCK OASIS
1810 State Route 303

STREETSBORO, OHIO 44241

as set forth in the records of theu.s.Patent and Trademark Office:zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

OPPOSITION was served, by first class mail postage prepaid, on the following correspondents

CERTIFICATE OF SERVICE

I hereby certify that on thiszyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAI~ 111 day of March, 2015, the foregoingNOTICE OF



EXHIBIT zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAA
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